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DETAILED ACTION 

1 . This is in response to the Amendment filed on 1 1/06/2009. 

2. Claims 1-41 are currently pending in this application. Claims 1, 16, 25, and 40 have been 
amended. 

3. In light of the Amendment, the previous Restriction requirement has been withdrawn. 
Claims 25-40 are now rejoined with claims 1-24 and 41. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-3, 5, 10, 15-18, 22, 25-27, 29, 34, 39-40 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Stueben (US Pat. 4,1 1 1,769). 

Stueben discloses a radiation curable pressure sensitive adhesive, comprising a 
polyoxyethylene polymer, a liquid carbamyloxy alkyl acrylate, and a photoinitiator (see 
abstract). The polyoxyethylene copolymer, the acrylate component, and the initiator are present 
in an amount of 55, 45, and 3 parts respectively in a total of 103 parts (see Compositions No. 1- 
3, col. 6, In. 10-17). The photoinitiators used include benzophenone (see col. 3, In. 26-27). 

The composition is applied on a backing tape (see col. 1, In. 59-62). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-13, 15-37, 39-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hagio et al. (US Pat. 4,524,104). 

Hagio discloses a pressure sensitive adhesive, comprising an acrylic copolymer, a 
blocked polyisocyanate, and a cycloamidinc (sec abstract). The blocked polyisocyanate can be an 
NCO-terminatcd prcpolymer formed from polyisocyanate and polyether polyol (see col. 7, In. 
37-43). The polyether polyols are adducts of alkylene oxides such as ethylene oxide, which 
appears to read on the presently claimed polyether polyol. 

The adhesive further comprises additives including tackifiers such as rosin in 0-30% by 
weight and plasticizers such as dioctyl phthalate (see paragraph bridging col. 8-9). The total 
amount of these additives would be 0-70%, yielding an amount of 0-40% of the plasticizers. 
Note that the tackifiers can also include phenolic modified terpene resins, which appear to read 
on the presently claimed plasticizer. The composition also comprises an initiator in an amount of 
0.01-5% (see col. 5, In. 41-43). The acrylic copolymer component includes at least one 
ethylenically unsaturated monomer (b) containing an epoxy-containing vinyl monomer (see 
claims 14, 26, 27), in an amount of 0-80% of monomer (b). Since the amount of monomer (b) is 
90-99.5% by weight of the acrylic copolymer (see claim 14), and the amount of the acrylic 
copolymer in the adhesive is about 94% or above (see Examples 1-4), the amount of the epoxy- 
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containing vinyl monomer in the adhesive would be about 0-71%, significantly overlapping the 
presently claimed range. 

Hagio differs from the presently claimed invention in that the reference does not teach a 
specific amount of the polyether polyol in the blocked polyisocyanate prepolymer. However, it 
would have been obvious to one of ordinary skill in the art that the amount of the polyol in the 
prepolymer would have been determined by routine experimentation in order to obtain the 
desired results. 

The adhesive is coated on a substrate or release layer to form an adhesive tape. The 
substrate can be paper or plastic film, cloth (flexible substrate) (see claims 1-7; col. 9, In. 26-31). 
The adhesive can be useful for labels, tapes, and medical applications (see col. 9, In. 63-68). 

Regarding the adhesive being applied on the second side of the backing material 
(substrate), it would have been obvious to one of ordinary skill in the art that it has been 
commonly used in the art to have the adhesive on both sides of the backing layer in laminating 
layers, and such application would have been considered a design choice, depending upon user's 
preference and intended use. 

With respect to the use of the adhesive tape in the assembly of touch screens to liquid 
crystal display screens or as protective covering or a light guide, it would have been obvious to 
one of ordinary skill in the art that the adhesive tape would also have been applied in these 
structures. This is because Hagio teaches that the adhesive can be used in other laminate 
structures and the like (see col. 9, In. 63-65). 
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8. Claims 4, 6-9, 11-13, 18-24, 28, 30-33, 35-37, and 41 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Stueben as applied to claims 1-13, 15-37, 39-41 above, and further in 
view of Hagio. 

Stueben and Hagio are set forth above and incorporated herein. 

Stueben does not teach the adhesive composition comprising other additives. 

The adhesive further comprises additives including tackifiers such as rosin in 0-30% by 
weight and plasticizers such as dioctyl phthalate (see paragraph bridging col. 8-9). The total 
amount of these additives would be 0-70%, yielding an amount of 0-40% of the plasticizers. 
Note that the tackifiers can also include phenolic modified terpene resins, which appear to read 
on the presently claimed plasticizer. The acrylic copolymer component includes at least one 
ethylenically unsaturated monomer (b) containing an epoxy-containing vinyl monomer (see 
claims 14, 26, 27), in an amount of 0-80% of monomer (b). Since the amount of monomer (b) is 
90-99.5% by weight of the acrylic copolymer (see claim 14), and the amount of the acrylic 
copolymer in the adhesive is about 94% or above (see Examples 1 -4), the amount of the epoxy- 
containing vinyl monomer in the adhesive would be about 0-71%, significantly overlapping the 
presently claimed range. 

Therefore, it would have been obvious to one of ordinary skill in the art to have 
employed other additives, as taught by Hagio, in the composition of Stueben. This is because 
Hagio teaches that addition of these would have enhanced tackiness stability, smoothness, and 
storage stability of the adhesive. 

Regarding the adhesive being applied on the second side of the backing layer, it would 
have been obvious to one of ordinary skill in the art that it has been commonly used in the art to 
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have the adhesive on both sides of the backing layer in laminating layers, and such application 
would have been considered a design choice, depending upon user's preference and intended 
use. 

With respect to the use of the adhesive tape in the assembly of touch screens to liquid 
crystal display screens or as protective covering or a light guide, it would have been obvious to 
one of ordinary skill in the art that the adhesive tape would also have been applied in these 
structures. This is because Hagio teaches that the adhesive can be used in other laminate 
structures and the like (see col. 9, In. 63-65). 

9. Claims 14 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hagio 
or Stueben as applied to claims 1 and 25 above, and further in view of Smith (US Pat. 
4,256,828). 

Stueben and Hagio are set forth above and incorporated herein. 
Neither reference teaches the adhesive composition comprising a photoinitiator that is 
onium salt cationic. 

Smith teaches an adhesive composition, comprising an epoxy-containing component, a 
hydroxyl-containing component, and an onium salt cationic photoinitiator (see abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art to have 
employed the onium salt cationic photoinitiator, as taught by Smith, in the invention of Stueben 
or Hagio, because Smith discloses that the use of these photoinitiators would provide a readily, 
thermally stable photocurable composition with excellent shell life property, that provides a 
flexible coating. 



